TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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ON BRI EF

Bef or e: McKELVEY, Senior Admi nistrative Patent Judge, and
SCHAFER and LEE, Administrative Patent Judges.

McKELVEY, Senior Adm nistrative Patent Judge.

Deci sion on appeal under 35 U S.C. § 134

! Application for patent filed 12 Novenber 1993. The application on appeal is said
to be a continuation-in-part of application 08/095,884, filed 22 July 1993. Anot her
application (08/679,238), said to be a continuation of application 08/ 095,884, issued on
17 February 1998 as U. S. Patent 5,719,097. The real party in interest would appear to
be either Mbil Research and Devel opnment Corporation or Mbil G Corporation.
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The appeal is froma decision of the Primary Exam ner
rejecting clainms 1-22. W reverse.
A Fi ndi ngs of fact
The record supports the follow ng findings by a
preponder ance of the evidence.
1. Clains 1-22 are on appeal.
2. Claim1, which is believed to be representative
of the clains on appeal, reads as foll ows (paragraph
nunberi ng, bold and indentation added):

A process for hydrocracki ng naphtha, said process
conprising contacting a naphtha feed with a hydrocracking
cat al yst under sufficient hydrocracking conditions, said
hydr ocracki ng catal yst conpri sing

(1) a hydrogenati on/dehydrogenation catal ytic
conmponent and

(2) an acidic solid catal ytic conponent
conprising a Goup IVB netal oxide nodified with an

oxyanion of a Goup VIB netal.

3. According to the specification (page 4,
| i nes 24-30; bold added):

[ T] he expression, Goup IVB netal oxide nodified with an
oxyanion of a Goup VIB netal, is intended to connote a

materi al conprising, by elenental analysis, a Goup |VB
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metal, a Goup VIB netal and oxygen, with nore acidity
than a sinple m xture of separately forned Goup |IVB
netal oxide mxed with a separately formed Goup VIB

nmet al oxi de or oxyani on.

4. The exam ner has rejected clains 1-22 as being
unpat ent abl e under 35 U.S.C. 8§ 103 over M chel son, U S. Patent
3, 755, 147 (1973).2

5. In the appeal brief (Paper 16, page 3),
appli cants nmake the follow ng argunent:

The Group VIB netal on a zirconia carrier of
M chel son cannot possibly read on a Goup | VB netal oxide
nodi fied with an oxyanion of a Goup VIB netal, as
claimed ***, As pointed out in the *** specification on
page 4 *** the Goup IVB netal oxide nodified with an
oxyanion of a Goup VIB netal is defined as being a
mat eri al which has nore acidity than a single m xture of
separately formed Group | VB netal oxide mxed with a

separately fornmed Group VIB netal oxide or oxyanion.

6. In setting out the rejection under 35 U S. C
8§ 103, the exam ner has not told us why the subject matter of

the clains, as a whole, would have been obvious taking into

2 M chel son is prior art under 35 U S.C. 8§ 102(b).

- 3 -
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consideration the imtation of claim1l set out in bold in
Fi ndi ng 2, supra.

7. In the Exam ner's Answer, we have been unable to
find a response to applicants' argunent set out in Finding 5,
supra, and we have not found any di scussion addressing the

limtation of claiml set out in bold in Finding 2, supra.
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B. D scussi on

1. Scope and neani ng of claim1

A specification may define terns used in a claim \Wen

the definition of "a Goup |IVB netal oxide nodified with an

oxyanion of a Goup VIB netal" set out in the specification is

given weight, as it should, then the scope and neani ng of
claim1 becones the follow ng:

A process for hydrocracki ng naphtha, said process
conprising contacting a naphtha feed with a hydrocracking
cat al yst under sufficient hydrocracking conditions, said
hydr ocracki ng catal yst conpri sing

(1) a hydrogenation/dehydrogenation catalytic
conmponent and
(2) an acidic solid catal ytic conponent
conprising a Goup IVB netal oxide nodified with an
oxyanion of a Goup VIB netal, which is a materia
conpri si ng,
(a) by elenental analysis, a Goup |IVB
metal, a Goup VIB netal and oxygen,
(b) wth nore acidity than a sinple
m xture of separately formed G oup |IVB netal oxide m xed
with a separately formed Group VIB netal oxide or

oxyani on.

2. Resol uti on on the nerits
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In many respects the state of affairs with respect to
this appeal is probably synptonmatic of one of the reasons why
the board has such an unaccept abl e backl og of ex parte appeal s
pendi ng before it at the present tine.

The exam ner does not appear to have determ ned the
preci se scope of claiml1. Likewse, it appears to us, that
the exam ner has sinply declined to address the limtation set
out in bold in claiml, supra--a limtation which appears in
all clainms on appeal. W find the examner's action in
declining to determ ne the scope of claim1l and/or address the
limtation set out in bold, supra, to be curious given that
applicants discuss, and rely on, the limtation on page 4 of
their appeal brief. W decline to search the prior art relied
upon by the exami ner to see if sonehow that prior art m ght
meet the limtation relied upon by the exam ner. Because the

exam ner fails to nake out a prima facie case due to a failure

to address a limtation relied upon by the applicants, we
reverse.

3. O her observati ons about the record
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W will also note that the applicants have caused
consi derabl e confusion on the record and therefore have not
been of nmuch assistance in certain respects.

Applicants rely on two declarations in an effort to
overcone the examner's rejections. Both declarations nake
reference to Exanple 1 of the specification. There is no
Exanple 1 in the specification. Furthernore, there is a
reference on page 7, lines 11-12 of the specification to
"Exanpl es recited hereinafter, especially in Exanples 16-25
*** " W have not been able to find Exanples 16-25 in the
specification. W are concerned that neither the exam ner nor
applicants carefully read the specification. W also are
concerned as to whether the declarants or the exam ner
carefully read the two decl arati ons.

Since the declarations nention Exanple 1 of the
specification and there is no Exanple 1 in the specification,

i n reaching our decision, we decline to give any weight to the

declarations. W leave it to applicants and the exam ner to
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| ook into the matter of the reference to Exanpl es 16-25 when

prosecution is resunmed before the exam ner.?3

C. Deci si on
The deci sion of the exam ner rejecting clains 1-22 as

bei ng unpatentable under 35 U S.C. 8 103 over Mchelson is

reversed.
REVERSED.
FRED E. McKELVEY, Seni or )
Adm ni strative Patent Judge )
)
)
)
RI CHARD E. SCHAFER ) BQOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
JAMESON LEE )
Adm ni strative Patent Judge )

3 We note that applicants' related U S. Patent 5,719,097, supra n.1, contains
Exanpl es 1 through 38.
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